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« The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 



- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 




Status 

1)^ Responsive to communication(s) filed on 05 July 2005 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-67 is/are pending in the application. 

4a) Of the above claim(s) 51-67 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-50 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )E3 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM AH b)D Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National. Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [X] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 > D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

1 . Applicant's election of Group I, claims 1-50 are in the reply filed on 7/5/05 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

2. Claims 51-67 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 7/5/05. 

Oa th/Declara tion 

3. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1 .67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

The specification to which the oath or declaration is directed has not been 
adequately identified. See MPEP § 602. 



Specification 

4. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 1 50 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
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disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract is more than a single paragraph and exceeds 150 words in length. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-4, 6, 7, 10-13, 15, 16, 19-21, 24, 25, 28-43, 45-48 are rejected under 35 
U.S.C. 102(e) as being anticipated by Kobayashi (US 2004/0043334) 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

7. A photocatalyst layer having a photocatalyst and a resin (binder) is formed on a 
second substrate (base material). A wettability changeable layer (decomposition 
removal, property variable) is formed on a first substrate. The substrates are disposed 
so that the photocatalyst layer and the wettability changeable layers are contacted or in 
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a reactive distance. Light is irradiated in a pattern to form areas having a high 
wettability (lyophilic) and a low wettability (liquid repellent). A conductive film forming 
composition is contacted with the wettability changeable layer and selectively adheres 
to the area having the high wettability. The adhered conductive film is solidified to form 
a conductive pattern [0012]-[0013]. The wettability pattern can be selectively adhered 
with various kinds of aqueous solutions and waster dispersions [01 1 5]. The conductive 
film coating solution may be a conductive film forming coating solution or processing 
liquid containing metal compounds [0116]. The conductive film coating solution may be 
a dispersion prepared using metal compounds such as indium and tin dissolved in an 
acidic aqueous solution, corresponding to a metal colloid [01 17]-[0122]. The metal 
solution may be coated using a dip coating method or spin coating method [01 18]. The 
metal may be silver or gold [0128]. The wettability changeable layer comprises a 
compound which is decomposed by light irradiation under the presence of the 
photocatalyst such as an organopolysiloxane wherein the polysiloxane contains a 
fluoroalkyl group [0036]-[0039], The photocatalyst may be Ti02 [0091]. The 
photocatalyst layer may be applied using vacuum deposition [0094]. The gap between 
the photocatalyst layer and the wettability changeable layer may be 10 microns [0108]. 
See also [0096]. 

8. Claims 1-4, 6, 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Watanabe (US 2003/023286). 

9. Photosensitive layer 2 is formed on a substrate. UV rays are exposed through 
mask 3. In the latent image parts 2a the resin is changed to be polar from non-polar 
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and made to be hydrophilic. The photosensitive layer is brought into contact with a 
metal colloid containing solution to absorb in the latent image parts. The polysilane is 
radiated with UV rays in the presence of oxygen to form Si-OH groups. The 
photosensitive composition comprises an organic solvent, oxidizing agent, a 
photoradical generating agent and a silicon compound. The network polysilane can be 

obtained by heating a halosilane mixture to produce Si atoms with 3 bonds. The metal 

< 

compound may be gold or silver. The metal colloid may be coated by dipping the 
photosensitive layer on the substrate in the metal colloid containing solution. The metal 
colloid is heated to for adsorption and drying. [0015]-[0050], [0065], [0082], [0083] and 
examples. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi (JP 2000-249821, English translation from JPO) in view of Watanabe (2003/ 
232286). 

12. A photocatalyst-containing layer-sided substrate 3 comprises a substrate 1 
(second) and a photocatalyst-containing layer 2. The photocatalyst may be Ti02 
[0016]. The photocatalyst containing layer may include organosiloxane having a 
fluoroalkyl group [0087]-[0090]. Pattern forming body 6 comprises a transparent (first) 
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substrate 4 and characteristic varying layer 5. The photocatalyst-containing layer 2 is 
placed in contact with the characteristic varying layer 5 and exposed to form a pattern 
10. See abstract. The characteristic varying layer is a wettability change layer wherein 
the wettability or contact angle changes [0018]. The property change layer may be 
used as a decomposition removal layer in which decomposition removal is carried out 
by operation of the photocatalyst [0023], [0102]. The pattern may be formed by a 
hardening process using UV, heat or e beam [0139]. The wettability change layer may 
be coated by coating the entire layer using and then removing the portions depending 
on wettability [0142]. Various functional components, such as metals, can be obtained 
by using the pattern formed in the property changing area, dependent on the 
requirements for the specific device being manufactured [01 33]-[01 38]. Light filter and 
microlenses may be formed by applying ink which adheres to regions depending on 
wettability, followed by a hardening or stiffening process [0144]-[0145]. The functional 
pattern layer may be formed using a nozzle and a dip coating, spin coating or ink jet 
method [0140]. While JP 2000-249821 does not explicitly disclose that the functional 
pattern layer is a metal colloid, the reference does teach using the method for forming 
metal patterns in the manufacture of color filters. The teachings of Watanabe have 
been discussed above. The reference teaches adhering a metal colloid to a pattern of 
lyophilic areas in order to form metal patterns for use in color filters [01 16]. It would 
have been obvious to one of ordinary skill in the art to use a colloid^* as the functional 
layer in order to form the metal patterns in order to manufacture a color filter in the 
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method^P 2000-249821 because Watanabe teaches adhering a metal colloid to a 
pattern of lyophilic areas in order to form metal patterns for use in color filters. 

13. Applicant cannot rely upon the foreign priority papers to overcome rejections with 
intervening references because a translation of said papers has not been made of 
record in accordance with 37 CFR 1 .55. See MPEP § 201 .15. 

Double Patenting 

14. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 5. Claims 1 , 1 1 , 20 and 29 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 and 
2 of copending Application No. 10/417,516. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because both claim forming a 
pattern by using a photocatalyst containing substrate having a base material and 
photocatalyst containing layer and a wettability changeable layer, exposing to radiation 
to form a lyophilic and repellent region, contacting the wettability changeable layer with 



a metal coating solution to adhere to the wettabillity pattern and solidify to form a 
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conductive pattern. While the claims of 10/417,516 recite contacting with a conductive 
film forming composition or a liquid containing a compound of metal and the claims of 
the present application recite contacting with a metal colloid solution, it would have been 
obvious to one of ordinary skill in the art that metal colloid solutions are conventional 
conductive film forming compositions or liquids containing a compound of metal that are 
known and used in the art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Conclusion 

1 6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicole M. Barreca whose telephone number is 571-272- 
1379. The examiner can normally be reached on Monday-Thursday (9AM-7PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark F. Huff can be reached on 571-272-1385. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Nicole M Barreca 
Primary Examiner 
Art Unit 1756 



9/16/05 




